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Remarks 

Favorable reconsideration of the above-identified application in view of the 
present response is respectfully requested. 

Claims 1, 2, 4, 6-17 and 27-38 are pending in this application. These claims 
were rejected under 35 U.S.C. § 103(a) as being unpatentable over either Dalai or Siemers. 
Applicants respectfully traverse this rejection. 

The present invention is directed to a method of spray joining articles. At least 
one of the articles to be joined is a sprav formed article. Because of the nature of the spray 
form articles, conventional metal joining techniques are not useable. This is because in most 
metal joining techniques that use metal, the temperature to melt the metal is so high that it 
causes the spray formed article to undergo a phase transformation which results in a volumetric 
change in the spray formed article. These volumetric changes obviously are unsuitable for the 
end use of the resulting part when it is desired to use the resulting part in some sort of a part 
forming process, that spray formed articles are typically used for. 

Specifically, Applicants' invention, as recited in independent claim 1, recites 
a method of providing a spray formed composite article. The method comprises (a) providing 
a first spray formed article, (b) locating a second article adjacent the first article, (c) spraying 
metallic particles onto the articles, and (d) allowing the sprayed metallic particles to form a 
metal deposit extended between and connecting the first and second articles. 

Neither Dalai nor Siemers disclose, teach or suggest the present invention. 

The law is clear that a patent is to be granted unless the Patent Office can 
establish that the invention would have been obvious at the time.it was made. The Patent 
Office has failed to meet this burden. The suggestion for modifying the reference, required 
by the law, is missing. The Patent Office has not established the requisite motivation to 
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modify the reference. Thus, the Patent Office has not satisfied its burden to show prima facie 
case of obviousness. 

As set forth in the Office Action, neither of the Dalai or Siemers references 
relate to joining parts, wherein at least one of the parts to be joined is a spray formed article . 
The parts to be joined in these references are castings made of high strength, high temperature 
resistant materials such as nickle and tungsten. The spraying process used in those references 
create high temperatures, such as on the order of 1300*C and above, on the surfaces of the 
articles to be joined. The surfaces in these references are able to sufficiently withstand these 
types of temperatures ~ the spray formed articles of the present invention are not. 

Acknowledging that the references do not disclose spray joining spray formed 
parts, the Examiner asserts that "it would have been obvious to those of ordinary skill in the 
casting art that the parts can be either spray formed or conventional cast . . . . " (Emphasis 
added.) While the assertion is not entirely clear \ it is clear that the Examiner offers no more 
than a conclusion that the invention would have been obvious. Contrary to accepted PTO 
practice, no explanation of why the present invention would be obvious or where in the prior 
art the necessary modification of the prior art is suggested has been provided. In situations like 
this, such a rejection cannot stand. MPEP § § 2142 and 2143. 

Instead of explaining where in the prior art the necessary modification of the 
prior art is suggested, in the Final Office Action, the Examiner cites to In re Burden, jr., as 
follows: 



As best can be understood, it appears as though the Examiner is suggesting to 
modify the prior art references to replace then: casts articles with the spray formed articles of 
the present invention. 



-3- 



S/N: 10/065.459 

Reply to Office Action of August 29, 2003 



Atty Dkt No. FCHM 0120 PUS / 202-0310 



wherein the court states that a "new" process may still be 
obvious, even when considered "as a whole," notwithstanding 
that specific starting material or resulting product, or both, is 
not found in prior art. Thus, the instant process is deemed to be 
obvious in view of the prior art process. 

Office Action at page 3. (Emphasis added.) 

The Examiner's reliance upon this case is misplaced. The Examiner cites to this 
case for the proposition that a new process may be obvious and thus concludes that the instant 
process is deemed obvious in view of the prior art process. Much like the conclusory 
rejections stated in the first and final office actions, the Examiner concludes that the present 
invention must be obvious since the Federal Circuit ruled in In re Burden, jr,, that a new 
process may be obvious. The Examiner still fails to explain why the invention is obvious. As 
explained in In re Dillon, the Federal Circuit does not regard In re Durden, jr. as authority 
to reject as obvious every method clakned reading on an old type of process. In re Dillon, 
16 USPQ 2d 1897, 1903 (Fed. Cir. 1990) {en banc), cert, denied, 500 U.S. 904 (1991). ^ The 
Federal Circuit further clarifying Durden goes on to state that ''Durden did not hold that all 
methods involving old process steps are obvious; the court in that case concluded that the 
particularly claimed process was obvious; it refused to adopt an unvarying rule that the fact 
that non-obvious starting materials and non-obvious products are involved ipso facto makes 
the product non-obvious. Such an invariant rule always leading to the opposite conclusion is 
not the law." Id. Accordingly, neither the In re Durden case the Examiner relies upon or In 
re Dillon allows the Examiner to hold that the present invention is obvious in lieu of an 
explanation as to why the present invention is obvious. A prima facie case of obviousness has 
not been made. 

The law requires that there be some teaching, suggestion or motivation in the 
prior art to modify any particular reference. Specifically, the Federal Circuit requires that the 
motivation to modify the prior art must flow from the teachings in the art that suggest the 

^ Copies of all cases cited herein that were not previously provided are attached 
herewith for the Examiner's convenience. 
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desirability or incentive to make the modification needed to arrive at the claimed invention. 
See In Re Napier, 34 USPQ2d 1782, 1784 (Fed. Cir. 1995); In Re Gordon, 221 USPQ 1125, 
1 127 (Fed. Cir. 1984) ("[t]he mere fact that the prior art could be so modified would not have 
made the modification obvious unless the prior suggest the desirability of the modification"). 
Hindsight cannot be used to support a modification. 

It is impermissible to use the claimed invention as an instruction 
manual or "template" to piece together the teachings of the prior 
art so that the claimed invention is rendered obvious. 

In reFritcK 23 USPQ2d 1780, 1783-84 (Fed. Cir. 1992). 

The CAFC has indicated that the requirements for showing motivation in the 
prior art is " rigorous . " In Re Gordon, at 1 127; /n Re Anita Dembizcak and Benson Zinbarg, 
50 USPQ2d 1614 (Fed. Cir. 1999). Moreover, this showing which is rigorously required must 
be "clear and particular." Dembizcak at 1617. See also, C.R. Bard v. M3 Systems, Inc, 48 
USPQ2d 1225, 1232 (Fed. Cir. 1998). It is well established that merely because references 
can be modified, the mere suitability for motivation does not provide motivation for the 
modification. See In Re Gordon, 221 USPQ 1125, 1127 (Fed. Cir. 1984); Berghauser v. 
Dann, Comr, Pats,, 204 USPQ 393 (D.C. 1978); ACS Hospital Systems, Inc, v. Montefiore 
Hospital, 221 USPQ at 929 (Fed. Cir. 1984). Here, the requisite motivation to modify the 
references in the prior art is not present. 

In this particular case, the Examiner has failed to set forth any suggestion in the 
prior art to modify either of the Dalai or Siemers references. At best, Dalai and Siemers 
disclose that it may be obvious to try the present invention. However, that is not the standard 
under 35 U.S.C. § 103. 

In Deuel. . . the court emphasizes that "obvious to try" is not 
the standard under 35 U.S.C. § 103. As stated in In re Eli Lilly 
and Co,, . . . 

An "obvious-to-try" situation exists when a general disclosure 
may pique the scientist's curiosity, such that further 
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investigation might be done as a result of the disclosure, but the 
disclosure itself does not contain a sufficient teaching of how to 
obtain the desired result, or that the claimed result would be 
obtained if certain directions were pursued. 

Ex parte Goldgaber, 41 USPQ 2d 1172, 1177 (B.P.A.I. 1996) 
(quoting In re Eli Lilly and Co, , 14 USPQ 2d 1741 , 1743 (Fed. 
Cir. 1990)) (Emphasis added.) 

Furthermore, it should be understood that modify mg the prior art or taking 
teachings from the prior art and applying them to the present invention would not result in an 
operable process. This is because of the chemical structure of the spray formed articles that 
the present invention pertains to. 

Spray formed articles are primarily formed of steel. The castings of the prior 
art are different in kind from the spray formed article recited in claim 1 . Spray formed articles 
contain a significant level of oxides (usually on the order of about 16%), and are quite porous 
(usually on the order of about 13 %). The cast articles in the prior art are conversely dense and 
have essentially no porosity. Furthermore, castings are much stronger articles than spray 
formed articles. For instance, typical castings have a tensile strength of about 50-200 Ksi, 
whereas spray formed articles typically have a tensile strength of about 2-10 Ksi. 
Furthermore, spray formed steel articles have a martensitic structure which undergoes phase 
transformation (to the austenite phase) at temperatures above about 400''C. The materials that 
are being sprayed in the prior art and the materials that are being sprayed onto in the prior art 
have melting point and phase transformation temperatures well in excess of 400"C . If the prior 
art processes were modified to include a spray formed article as one of the article being joined, 
the temperature of the resulting process would be too high for the spray formed article to 
withstand. As such, the resulting composite part would be unsuitable for its desired end use. 
Specifically, the resulting spray formed article would undergo severe dimensional instability 
and in particular, result in an unacceptable volume reduction. Furthermore, the joined 
products in the cited prior art do not require a smooth interface. 
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For the reasons above, one of ordinary skill in the art would not be motivated 
to look to the cited references for teachings on how to join spray formed articles. 

Other differences exist between the present invention and the prior art 
references. The prior art references require preparation and post processing, i.e. , preheating, 
specialized vacuum cleaning, heat treatment, etc. As set forth above, the prior art patents also 
disclose exposures to high temperatures. 

For the reasons set forth above, one would not be motivated to look to the prior 
art patents for teaching onjomed spray formed articles. Accordingly, Applicants respectfully 
request withdraw of the 35 U.S. C. § 103. 

Claims 2, 4, 6-17 and 27-35 all depend either directly or indirectly from claun 
1 and are therefore allowable for at least the same reasons as claim 1 . Moreover, these claims 
add further features which render them separately allowable. 

For instance, claim 4 recites that each of the first and second articles have (i) 
upper surfaces spaced apart a first distance from each other and (ii) end surfaces that have 
portions that contact each other and each of the first and second articles have intermediate 
surfaces extending between and contacting each respective end surface with each respective 
upper surface. While this claim was rejected in the Office Action, there was no explanation 
where these limitations were found in the prior art or why diese limitations are obvious. The 
Patent Office has Med to meet its burden for this claim. Furthermore, applicants have 
reviewed the prior art and have not found any disclosure or teaching of these limitations. 
Accordingly, claim 4 is also allowable for this reason as well. 

Claim 6 recites that each of the intermediate surfaces extend at an angle of 5° 
to 25- relative to each respective upper surface. This is not disclosed, taught or suggested in 
the prior art. The Examiner apparently relies upon Koshiga to teach this limitation. Koshiga 
acmally teaches away from the limitations recited in claim 6. Koshiga teaches at best 45* 
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angled surfaces. The 5' to 25' angled surfaces recited in claim 6 are unexpected in view of 
Koshiga. 

Claim 13 further recites the step (e) of grinding the metal deposit to form a 
portion of a deposit that is essentially coplanar with at least the upper surface of one of the 
articles. While this claim was rejected in the Office Action, there was no explanation where 
these limitations were found in the prior art or why these limitations are obvious. The Patent 
Office has failed to meet its burden for this claim. Furthermore, applicants have reviewed the 
prior art and have not found any disclosure or teaching of these liitiitations. Accordingly, 
claim 13 is also allowable for this reason as well. 

Claim 17 recites that each of the articles have an interface surface that 
substantially cooperates with each other. While this claim was rejected in the Office Action, 
there was no explanation where these limitations were found in the prior art or why these 
limitations are obvious. The Patent Office has failed to meet its burden for this claim. 
Furthermore, applicants have reviewed the prior art and have not found any disclosure or 
teachmg of these lunitations. Accordingly, claim 17 is also allowable for this reason as well. 

Claim 30 recites that the sprayed metallic particles are allowed to air cool to 
room temperature to form the metal deposit. Nowhere in the prior art is this limitation taught, 
disclosed or suggested. Moreover, the Examiner fails to set forth in the Office Action where 
these limitations are disclosed, taught or suggested in the prior art. The Patent Office has 
failed to meet its burden for this claim. To the contrary, Dalai is indicated in the Office 
Action as disclosing a controlled cooling rate at column 5, last paragraph. Teaching a 
controlled cooling rate is not a teaching of air cooling — but a teaching away from air cooling. 
Accordingly, the rejection of claim 30 should be withdrawn. 

Claim 31 further recites the step (f) of smoothing the grinded metal deposit to 
form a composite article having an essentially seamless upper surface. While this claim was 
rejected in the Office Action, there was no explanation where these limitations were found in 



-8- 



S/N: 10/065,459 

Reply to Office Action of August 29. 2003 



Any Dkt No. FCHM 0120 PUS / 202-0310 



the prior art or why these limitations are obvious. The Patent Office has failed to meet its 
burden for this claim. Furthermore, applicants have reviewed the prior art and have not found 
any disclosure or teaching of these limitations. Accordingly, claim 31 is also allowable for this 
reason as well. 

Claim 32 recites the further step of providing at least a second metal deposit that 
extends between and connects the reinforcement member in at least one of the articles. This 
provides additional support to the article. Nowhere in the prior art is this step disclosed, 
taught, or suggested. While this claim was rejected in the Office Action, there was no 
explanation where these limitations were found in the prior art or why these limitations are 
obvious. The Patent Office has failed to meet its burden for this claim. Accordingly, claim 
32 is also allowable for this reason as well. 

Claim 28 recites that the temperature of the articles is monitored and maintained 
below 400"C during step (c). Claim 29 recites that the temperature of the articles is monitored 
and maintained between 20^ and 400'C during step (e). In the Office Action, the Examiner 
states that Dalai discloses to control cooling rates for the cast articles while citing to column 
5, last paragraph. While Applicants agree that Dalai discloses controlling the cooling rate for 
the cast articles, this disclosure does not teach, disclose or suggest the limitations of claims 28 
and 29. Claim 28 and claim 29 are directed to controlling the temperature of the material 
being sprayed in step (c). They specifically recite that the temperatures must be maintained 
below 400° C. As set forth above, the temperature of the prior art processes are well in excess 
of 400'C, rendering them inoperable for the present invention. The invention as a whole must 
be considered. Accordingly, Applicants respectfully request withdraw of the rejections of 
claims 28 and 29 for these reasons as well. 

Independent claim 36 recites a method of providing a spray formed part forming 
tool. The method comprises (a) providing a first sprav formed steel article, (b) locating a 
second sprav formed steel article adjacent the first article, (c) spraying steel particles onto the 
articles while monitorin g and maintaining the temperature of the articles between 20*C to 
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400'C, (d) cooling the sprayed steel particles to room temperature to form a metal deposit 
extending between and connecting the first and second articles, (e) grinding the metal deposit 
flush relative to the articles, and (f) smoothing the deposit to form a spray formed part forming 
tool. None of the prior art teaches, discloses or suggests limitations of claim 36. Claim 36 
is accordingly allowable. 

Claims 37 through 38 depend from claim 36 and are therefore allowable for at 
least the same reasons as claim 36 as well as all the limitations recited therein. 

Though claims 36-38 were rejected, no explanation for their rejection was set 
forth in the Office Action. 

These clauns are directed to connecting steel spray formed articles. As set forth 
above, the prior art does not teach connecting spray formed articles, let alone steel spray 
formed articles. As also set forth above at page 6, the difference between the high temperature 
cast articles in the prior art and the spray formed steel articles directed in claims 36-38 are 
such that one of ordinary skill in the art would not expect their teachings to apply to the present 
invention, nor is their sufficient teaching in the prior art of how to obtain the desired result of 
the present invention. Ex parte Goldgaber. At best, the prior art makes the invention 
"obvious to try" — not obvious. Id. Given the differences in materials in the prior art and 
the present invention, there could be no reasonable expectation of success for the proposed 
modification. MPEP § 2143.02. The high temperatures of the prior art would destrov the 
steel spray formed articles of the present invention. Claims 36-38 are allowable. 

The present response was not earlier presented because the Applicants believed 
that the prior amendment had placed the application in a condition for allowance. The present 
response does not raise any new issues and does not require any further searching on the part 
of the Examiner. Entry is therefore solicited. 
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Applicant submits that the claims are in a condition for allowance and 



respectfully request a notice to that effect. If the Examiner believes that discussion or a claim 
amendments of a minor nature would advance the prosecution of the application, the Examiner 
is highly encouraged to telephone the Applicants' attorney at the number given beilow. 



The Conmiissioner is hereby authorized to charge or credit any deficiencies 



associated with the filing of this Paper to the Deposit Account of Applicants' assignee, Ford 
Global Technologies LLC, Deposit Account No. 06-1510. A duplicate copy of the 
Amendment Transmittal is enclosed for this purpose. 



Date: October 29, 2003 

BROOKS KUSHMAN P.C. 
1000 Town Center, 22nd Floor 
Southfield, MI 48075-1238 
Phone: 248-358-4400 
Fax: 248-358-3351 



Respectfully submitted, 



GRIGORIY GRINBERG ET AL. 




Michael S. Brodbme 
Reg. No. 38,392 
Attorney for Applicant 
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